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ABSTRACT 

India, without a doubt, recognizes that there is perhaps no industry that relies 

as'heavily on patents as the pharmaceutical industry. The key to success may 

lie'in India's ability to design and implement laws and procedures that satisfy 

various needs of the pharmaceutical industry while at the same time meeting 

the needs of its people. Once India has built a stable patent system on 

resources from the pharmaceutical industry, it may then consider modification 

to provide greater access to its people. Again, India's greatest strength is its 

people. 

1. INTRODUCTION 

India's efforts to comply with the World Trade Organization's Uruguay Round 
Agreement on Trade-related Aspects of Intellectual Property Rights (TRIPS) 

have raised various patent-related issues. Many of these issues pertain to basic 
principles of national treatment, and most-favoured-nation treatment (equal 
treatment for nationals of all trading partners in the WTO)'. The question of 
whether India can meet its needs while satisfying TRIPS principles is to be 
mswered over time. The fact is, India will soon approve a third amendment to its 

Patent Act of 1970 that complies with obligations under Article 27 of the TRIPS 
agreement and the focus should now be squarely on implementation of patent 
laws, procedures and structures. 

On March 25, 2005, members of the Rajya Sabha debated the Patents 

(Amendment) Bill of 2005 (now Act of 2005), which seeks to bring India into 

compliance with Article 27 of the TRIPS agreement. While the debate focused 

primarily on national treatment, in particular, cost and availability of 

pharmaceuticals for that portion of India's population dependent on anti-

retroviral drugs, malaria drugs and the like, a few members did raise concerns 

■bout implementation of the Bill. In particular, Shri Fali S. Nariman raised 

concerns about appellate competency for patent related matters: 

' Bran Pangrle, Visiting Faculty, National Law University, Jodhpur. Patent Attorney, Lee & Hayes, 
Spokane, U.S.A ! UNDERSTANDING THE WTO: THE AGREEMENTS, Intellectual 

Property: protection and 
enforcement (www.wto.org). 
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We should have a new Appellate Board, which should provide for 
appeals to the Supreme Court. Otherwise, you are let with no remedy 
and you have to file a writ, and you will have writs in 22 High Courts 
and the proceedings will go forever and ever. Ultimately, it is the 
multinationals and their lawyers who will defeat all of us. Actually, it is 

great opportunity for us. The opportunity is not going to be allowed to 
us by the foreign nationals. They will try and make our life miserable in 
this country through our own law, through the law that you are enacting 
and which we have to enact. Therefore, I request the Hon'ble Minister to 
see to it that our Controllers are efficient2. 

Shri Nariman rightly recognized the intersection of law and multinational 
corporations (MNCs). In many countries, MNCs are the main users of national 
legal systems, especially when they seek to enforce their property rights. 
Further, MNCs are the main filers of patent applications in India3. Thus, 
evidence shows that they are actively taking steps to at least acquire property 

rights in India. Of course, the next step is enforcement4. Shri Nariman sees this 
correctly as an opportunity. For example, while MNCs have at times fought to 
avoid jurisdiction in foreign courts5, various organizations seek to establish a 
link between MNCs access to courts for their property rights and submission to 
such courts for other matters6. Thus, should India establish an efficient legal 

framework for patent related matters, perhaps MNCs may be more willing to 
admit to jurisdiction for other matters (e.g., tort, employment, etc.). 

While such a give and take with MNCs may be a lofty goal, consolidation of 
appeals is a very practical goal. Without reform, there will be writs in India's 22 
High Courts and the proceedings will go forever and ever. This scenario is to be 

avoided. Doing so, however, may not be straightforward as noted by Shri 
Nariman, under Article 226 of the Constitution of India; India may have to resort 
to direct appeal to the Supreme Court. Certainly, other hurdles may also exist. 

Regardless of India's constitutional complexities, for guidance, one may look to 
the United States' experience in establishing the Court of Appeals for the 

2 RAJYA SABHA, Unofficial Synopsis of Debates, Wednesday, March 23, 2005/ Chaitra 2, 1927 
(Saka) ' Ibid. Consider the "mail-box", there are a total of 8,926 patent applications: 7,520 belong to 

foreign 
entities and only 1,406 are Indian applications. 

4 Noting "the inexperience of India's judicial system to deal with patent conflicts over products will 

delay the practical impact of these changes [TRIPS' compliance]." "Intellectual Property Strategy 

and Best Practices in China and India Life Sciences Business Transactions", F. Greguras and N. 

Banait, Fenwick and West, www.pview.findlaw.com 
5 V. Venkatesan, "Caucus help in Bhopal case," Frontline, V.20, Issue 24, (2003). 
6 "Beyond Reports and Promises", Human Rights Dialogue 2.9 (Spring 2003): "Making Human 

Rights Work in a Globalizing World" by T. Collingsworth et al. "Hopefully, a few visible 

victories in the [Alien Tort Claims Act] ATCA cases will provide the incentive for the business 

community to proceed with a good faith discussion of an alternative that creates binding, globally 

applicable protections for workers, much like those that MNCs have designed to protect their own 

property rights in the global economy". Available at www.cceia.org/media/95 l_hrd2-9.pdf 

http://www.pview.findlaw.com/
http://www.cceia.org/media/95
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Federal Circuit7, which has jurisdiction over most appeals for patent related 

matters in a manner unrelated to geography in the US. Establishment of this 

thirteenth federal appellate court was a monumental change to the US legal 

system as the US has been traditionally slow to establish new appellate courts. 

For example, the Court of Appeals for the Tenth Cirouit was established in 

19298 and the Court of Appeals for the Eleventh Circuit in 19809, which brought 

the total of federal appeal courts to twelve10. 

The thirteenth, however, was quite different than its twelve counterparts. The 

Federal Circuit has jurisdiction for particular subject matter for which it accepts 

appeals from 94 federal district courts as well as some specialized trial level 

courts". While some in the US have called for more federal appellate courts or 

splitting of circuits yet action has been slow. Thus, while India may benefit from 

an appellate court for patent related matters, one must recognize that even in an 

arguably "modern" country, change is slow. 

To satisfy the MNCs and its needs India should examine changes that have had a 

perceived positive effect on a country's patent system. One positive effect may 

be an increase in filings. For example, in 1995, when India entered the TRIPS 

agreement, filings for letters patent rose12. Similarly, in the decade in which the 

US established the Court of Appeals for the Federal Circuit, filings rose 

significantly13. Further, in both the US and India, filing trends are towards more 

foreign filings (noting, however, that "first filings can be seen as an indicator of 

innovation and inventive activity, while foreign filings are a measure of 

international trade and globalisation")14. Thus, India and the US are both 

experiencing the effects of globalisation. As discussed below, India should seize 

the opportunity that exists in implementing laws, procedures and structures that 

comply with the TRIPS agreement. India should also be cognizant of the needs 

of its people, for example, the need for drugs at appropriate cost and the need for 

reasonable access to the patent system. To satisfy these two needs, India must 

face the pharmaceutical industries that were to a large part responsible for 

pushing the TRIPS agenda. 

India, without a doubt, recognizes that there is perhaps no industry that relies as 

heavily on patents as the pharmaceutical industry15. The key to success may lie 

* 1981, Pub. L. 97-164 "Federal Courts Improvement Act of 1982" 
'45 Stat 1346 

* 1980, Pub. L. 96-452 
* US Court of Appeals for the District of Columbia (without circuit number) 
"' For example, consider the U.S. Court of International Trade and the U.S. Court of Federal Claims. ~ 

Prabuddha Ganguli, Gearing Up for Patents the Indian Scenario, Universities Press, Hyderabad, at 
2\ (1998). ° fa each of 1970 and 1983, about 103,000 patent applications were filed in the US, by 

1990 the 
amber of patent applications filed rose to over 164,000.    U.S. PATENT STATISTICS, 
CALENDAR YEARS 1963 - 2003, US Patent & Trademark Office (www.uspto.gov). " Trilateral 

Statistical Report 2002. " See, e.g., Ch. 3(11), "To Promote Innovation: The Proper Balance of 
Competition and Patent Law 

Mky", A Report by the Federal Trade Commission 2003 at www.ftc.gov [hereinafter "Report by 
*e Federal Trade Commission 2003]. 

http://www.uspto.gov/
http://www.ftc.gov/
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in India's ability to design and implement laws and procedures that satisfy 
various needs of the pharmaceutical industry while at the same time meeting the 
needs of its people. A patent system designed and implemented to draw in 

resources from the pharmaceutical industry that, in turn, build a stable and 
accessible patent system for all may be a credible goal for India. Meeting this 
goal is likely to require significant changes to India's judicial system and patent 
office. 

2. INDIA'S HISTORY 

India, a land of extreme diversity, has a rich history in science and technology 

that reaches back thousands of years16. India excelled in fields such as 

astronomy, medicine and physics. Modern India has built on this tradition as 

evidenced by the various world-class institutions (e.g., Indian Institute of 

Science, Indian Institute of Technology, etc.). MNCs are drawn to India to 

utilize its best resource: the people of India17. 

However, the people of India are many, in excess of one billion, which has 
thrust the government of India into a significant role as caretaker or healthcare 
provider. Further, in contrast to the dominance of allopathic medicines in the 
US, India has developed Ayurvedic, Unani and homeopathic medicines in 
addition to allopathic medicines, which to some extent provide for greater access 

or lesser cost for medicines. Lesser cost of such "alternative" medicines stems in 
part from the outrageously high cost associated with developing allopathic 
medicines, for example, Minister Shri Kapil Sibal estimated the development 
cost at $1.7 billion per pharmaceutical1819. 

As was the case in 1959, medicines are at the forefront of patent issues in India. 

According to one commentator, the 1970 Indian Patent Law stemmed from a 

1959 report that examined the reasons for the high cost of drugs in post-

independence India and concluded that "the high prices resulted from the 

monopoly control foreign-based pharmaceutical companies exercised over the 

production of drugs thanks to the prevailing patents regime"20. To remedy this 

issue, the 1970 Patent Law did not allow for product patents for inventions 

intended for use, or capable of being used, as a medicine or drug21. 

16 Pursuit and Promotion of Science, Indian National Science Academy Publication at www.mme. 

iitm.ac.in/gphani 
17 Consider the GE Jack F. Welch Technology Centre, where one thousand PhDs are working under 

one roof, out of which 700 PhDs are Indians. 
11 Supra n. 2. 
" FoY 2003, others note a cost for discovering, developing and bringing to market of about $880 

million. "Intellectual Property Strategy and Best Practices in China and India Life Sciences 

Business Transactions", F. Greguras and N. Banait, Fenwick and West, (2004). 
2" K. Kumara. "India adopts WTO patent law with Left Front support." Apr. 16, 2005 (World 

Socialist Web Site). 
21 The Patents Act of 1970 did, however, allow for method or process claims. 

http://www.mme/
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Further, the 1970 Drugs Price Control Order restricted import of finished 

formulations, imposed high tariff rates and introduced strict price control 

regulation with, which acted to benefit the Indian pharmaceutical industry. 

The anti-pharma product patent policy continued, bolstered in 1981 by Indira 

Gandhi, who stated her idea of a better world as "one in which medical 
discoveries would be free from patent and there will be no profiteering from life 
and death."22 But in transition from GATT to WTO, changes occurred in India's 
patent policy. According to the WTO, the TRIPS agreement "attempts to strike a 

balance between the long term social objective of providing incentives for future 
inventions and creation, and the short term objective of allowing people to use 
existing inventions and creations"23 and calls for patent protection of 
pharmaceutical and agricultural chemicals24. In particular, Article 70 of the 
TRIPS agreement states: 

Where a Member does not make available as of the date of entry into 

force of the WTO Agreement patent protection for pharmaceutical and 

agricultural chemical products commensurate with its obligations under 

Article 27, that Member shall: (a) notwithstanding the provisions of 

Part VI, provide as from the date of entry into force of the WTO 

Agreement a means by which applications for patents for such 

inventions can be filed. 

This provision required action on behalf of the Indian government. The 
President of India promulgated in 1994, the Patents (Amendment) Ordinance. 
The Ordinance explicitly recognized India as a signatory to the agreement for 

the establishment of the World Trade Organization, including the agreement on 
TRIPS, and changed prior policy. In particular, the Ordinance called for 
amendment to the Patents Act 1970 to allow patent protection of an invention or 
a substance intended for use, or capable of being used, as a medicine or drug. It 
also created the so called "mail-box" for receipt of patent applications to be 

processed once laws were in place to conform with the TRIPS agreement. For 
India, the deadline for conformance was January 1,2005. 

As already mentioned, India's actions with respect to TRIPS increased the 

number of national patent filings and, as of early 2005, the number of patent 

applications in the mail-box stood at approximately 9,000. Similarly, the 

adoption of the Patents (Amendment) Bill of 2005 (now Act) should increase 

national patent filings, again, particularly for pharmaceuticals. 

Thus, India's patent system is being changed primarily to accommodate the 

desires of pharmaceutical enterprises. This raises the question of whether the 

India patent system will be skewed, for example, toward pharmaceutical 

= See, e.g., R. Dhavan, "The Patent Controversy", Yale Global, Dec. 10.2004. 
11 TRIPS and pharmaceutical patents: fact sheet (www.wto.org) and Article 7 of TRIPS Agreement. 
* See. e.g., Aiticle 27 and 70 of TRIPS Agreement. 

http://www.wto.org/
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interests and away from, say, the interests of individual inventors. As already 
mentioned, a drug may cost over $1 billion to develop. For most pharmaceutical 
companies, patents provide a monopoly for recouping development costs and, in 

general, making a return on the investment. Fortunately, patents expire. For 
example, some estimate that by 2006, 200 US patents will expire that cover $36 
billion in US pharmaceutical sales.25 These numbers illustrate that 
pharmaceuticals and patents are inextricably linked, at least for a period of about 
20 years, i.e., the lifetime of a patent. 

Returning again to the Patents (Amendment) Bill of 2005, India's actions appear 
to indicate a skewing towards the pharmaceutical industry. For example, some 
have described the increase in patent filing and associated fees as astronomical.26 
For example, an extension of time fee has risen from $70 to $560 and a request 

for examination fee has risen from $70 to $235. the filing fee has risen modestly, 
from $70 to $95. With an average GDP per capita of approximately $60027, it 
appears that the revised patent system is increasingly out of reach of most 
Indians. 

Based on the fees and reasons for amending the Patent Act, India realizes that its 

patent system is being skewed toward large pharmaceutical enterprises "and, 
consequently, they will be a significant source of revenue for day-to-day 
operation of the Indian patent office. Shri Manoj Bhattacharya has stated that 
"the patent office is very poor in our country" and that the "experts are not there 

in the Patent offices and the patent offices must be augmented thoroughly".28 

The Minister of Commerce and Industry, Shri Kamal Nath, furthered this 
concern: 

A very valid question has been raised about the Patent Office and also 

in regard to its implementation. Adequate Budget outlay has been made 
four offices in Delhi, Kolkata, Chennai and Mumbai are now in the 
final stage. New offices are being set up. As against the existing 40 
people, now there is a sanctioned strength of 280 staff. I really 
appreciate Mr. Fali S. Nariman's suggestion of having a committee to 

look into the points, which are required for strengthening the 
implementation of all these things29. 

With respect to the call for a committee, India's Minister of Commerce has 
wisely appointed five intellectual property specialists to consider whether more 
changes should be made to the country's newly passed Patent Act30. 

!5 When Patents Expire (www.about.com) 
" D.P. Ahuja & Co., "Urgent Information to Clients and Associates" 4 January 2005. 
17 "India at a Glance", World Bank, 4/5/05 (numbers for 2003). 
'* Supra n. 2. 
"Ibid. 
m "India Ponders More Patent Law Changes", Managing Intellectual Property, Apr. 10,2005. 

http://www.about.com/
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India does indeed have an opportunity. In particular, it has an opportunity to 

build an efficient, first rate patent system with aid of the pharmaceutical 
enterprises. For such enterprises, patent costs are insignificant compared to 
overall drug development costs. India may seek to use these enterprises to not 
only fund improvements to the Patent Office, but also to utilize the courts and 
thereby set precedent that increases certainty for all patentees. However, India 

must be cognizant of its independent inventors and small to mid-sized 
enterprises (SMEs) to ensure they have access to the patent system. As 
suggested in the introduction, India may look at the US experience with respect 
to the Court of Appeals for the Federal Circuit to encourage pharmaceutical 
enterprises to use the legal system and to thereby establish precedent. 

3. US HISTORY 

The Constitution of the United States empowers the US Congress "[t]o promote 

the Progress of Science and useful Arts, by securing for limited times to Authors 

and Inventors the exclusive Right to their respective Writings and 

Discoveries"31. In 1790, US Congress exercised this authority and provided for 

the issuance of "letters patent,"32 which granted inventors "the right to exclude 

others from making, using, offering for sale, selling, or importing the patented 

invention," in exchange for full disclosure of an invention. Under US law, a 

patent must describe the exact scope of an invention and its manufacture to 

"secure to [the patentee] all to which he is entitled, [and] to apprise the public of 

what is still open to them."34 

In 1836, US Congress passed a bill that established a Patent Office under the 
Department of State35. The Patent Office was transferred to the Department of 
Commerce and Labour in 1925. The Evarts Act of 1891 created the Circuit 

Courts of Appeals and, in 1893, the Court of Appeals for the District of 
Columbia was created to, in part, handle appeals from the Patent Office36. In 
1929, the Court of Customs and Patent Appeals was created for appellate review 
of decisions of the Patent Office and decisions of the U.S. Customs Court. 

While the US recognized the need for a specialized court for review of decisions 

of the US Patent Office, appeals from litigation in the federal district courts were 

channelled to the various circuit courts of appeals based on geography. As patent 

law developed, the legal community recognized significant divergence in 

decisions by these circuit courts37. Centralization of patent appeals was thought 

" U. S. Const., Art 1, §8, cl. 8. 
52 Act of Apr. 10,1790, ch. 7, §1,1 Stat. 109 
" H. Schwartz, Patent Law and Practice 1,33 (2d ed. 1995). 
u Markman v. ffestview Instruments, Inc., 517 U.S. 370 (1996) (citing McClain v. Ortmayer, 141 

U.S. 419,424 (1891)) " See, e.g., "A Brief History of the  Patent Law of the  United  States",  

Ladas &  Parry 
(www.ladas.com). * The Judiciary Act, 1893. 17 Report on the United States Court of Appeals for 

the Federal Circuit, Section of Antitrust Law, 
American Bar Association, July 2002. 

http://www.ladas.com/
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to ease business planning "as more stable and predicable patent law is 

introduced."38 In response, US President Carter called appointed an Advisory 

Committee to perform a domestic review of industrial innovation39. The 

resulting Report on Patent Policy recognized a need for a specialized appellate 

court for patent cases and a need to reduce the cost of patent litigation. These 

needs were addressed by legislation for formation of a new appellate court, the 

Court of Appeals for the Federal Circuit: "to reduce the widespread lack of 

uniformity and uncertainty of legal doctrine that exist in the administration of 

patent law."40 Thus, in 1982, with passage of the Federal Courts Improvement 

Act, the Court of Appeals for the Federal Circuit was created. 

As already mentioned, the number of patent applications filed in the US since 

establishment of the Federal Circuit has increased substantially, in part due to 

the stabilizing effect of this court41. Similarly, the number of patents granted has 

increased. With respect to pharmaceuticals (i.e., classes 424 and 514, "Drug, 

Bio-Affecting and Body Treating Compositions"), in 1983, 2176 patents were 

granted and, in 2003, 9677 patents were granted42. Again, patents and 

pharmaceuticals have a long history in the US as the economics of 

pharmaceutical development benefits from patent protection43. 

Big-pharma business relies on patents and a stable patent system44. Every 

decision pertaining to a drug patent is watched keenly by the industry4 . 

Consider a recent decision regarding Eli Lilly's patent on olanzapine in a suit 

involving generic drug companies Ivax, Teva Pharmaceuticals and Dr Reddy's 

Laboratories. Lilly's Zyprexa, which relies on the active ingredient olanzapine 

had global revenue of $4.42 billion in 2004. Were the patent to be held invalid or 

unenforceable, then the generics would be able to quickly reduce Lilly's revenue. 

Other large drug companies are in similar positions as Pfizer (Lipitor) and 

Bristol-Myers Squibb and Sanofi-Aventis (Plavix), will have their patents 

challenged later 2005 or early 2006. The Economist recently reported that 

"branded drug makers deem patents covering molecular structure to be their 

most prized, and thus work harder to make them bomb-proof and fight harder 

when they are threatened". Thus, there is little doubt that regardless of treatment, 

pharmaceutical enterprises will continue to file patent applications and litigate 

intellectual property rights. 

* H.R. Rep. No. 97-312, at 23 (1981). 
M Report of the Industrial Subcommittee for Patent and Information Policy of the Advisory 

Committee on Industrial Innovation: Report on Patent Policy (1979). 
40 Supra n. 38. 
41 Conclusions and Recommendations, Report by the Federal Trade Commission 2003, supra n. 15 

("The Court of Appeals for the Federal Circuit, the sole court for most patent law appeals, has 
brought stability and increased predictability to various elements of patent law. This has reduced 
legal uncertainty and facilitated business planning"). 

42 USPTO Statistics (duplicate patent counts are eliminated within each class). 
4' Seeking a cure for legal headaches, The Economist Global Agenda, Apr. 18, 2005. 
44 Ch. 2, Report by the Federal Trade Commission 2003, supra n. 15. ("Pharmaceutical companies, 

for example, rely on patents to prevent free riding, recoup their R&D investments, and learn about 
new technological breakthroughs, according to many panellists"). 

45 Seeking a cure for legal headaches, The Economist Global Agenda, Apr. 18,2005. 
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To keep the pharmaceutical companies in the operational and policy loop, the 

US Patent Office has instituted a Biotechnology and Chemical Pharmaceutical 
Customer Partnership. This partnership provides a forum for debate and may act 
to improve USPTO procedures and prevent bad legislation. 

With respect to the relationship between the Federal Circuit and the 

pharmaceutical industry, the Federal Circuit is often the final arbiter of patent 
disputes as very few cases are granted review by the US Supreme Court. Further, 
about 50% of patent judgments reviewed by the Federal Circuit are reversed. 
Thus, the Federal Circuit is rightly viewed as the final arbiter; further, a reversal 
rate of 50% encourages appellate review and diminishes the weight of trial court 

judgments. As such, the Federal Circuit is an important link in the chain from 
drug discovery to billions in drug sales. Further, the pharmaceutical industry's 
reliance on the patent system and the Federal Circuit benefits all. In general, as 
issues are brought forth and decisions rendered, all patentees, patent applicants 
and those seeking to avoid infringement or design around patents have increased 

certainty as to patent enforceability and value. 

4. SUCCESS OF US FEDERAL CIRCUIT 

The debate on the issue of "success" of the Federal Circuit continues but is 
mostly beyond the scope of this brief article46. The Federal Circuit was 
established to address particular issues and it has become an important decision 
maker, especially for the patent dependent pharmaceutical industry. While a 

reversal rate of about 50% does not act to reduce risk or increase certainty, most 
every decision sheds light on how the patent laws will be interpreted. Further, 
many of the judges of the Federal Circuit are fairly regular in their assessments 
and, therefore, somewhat predictable. Thus, for the purposes of this article, the 
Federal Circuit may be considered successful especially when viewed against 

the alternative of having 12 circuit appeals courts rendering decisions on patent 
matters. 

Success of the Federal Circuit depends on both consistency and finality or 
thoroughness of decisions. A recent decision, Hofer v. Microsoft, et al. Docket 

No. 04-1103 (April 22, 2005), the Federal Circuit, reiterated that neither a 
patentee nor the public is served by uncertainty in legal review of a patent's 
claims. Justice Newman, writing in concurrence, cited the US Supreme Court for 
recognizing that denial "of detailed appellate review "prolongs the life of invalid 
patents, encourages endless litigation (or at least uncertainty) over the 

* See, e.g., Ch. 6, Report by the Federal Trade Commission 2003, supra n. 15; Report on the United 
States Court of Appeals for the Federal Circuit, Section of Antitrust Law, American Bar 

Association, July, 2002; "Is the Federal Circuit Succeeding?" Wagner and Petherbridge. 

University of Pennsylvania Law Review, V. 152: 1105 (2004). 
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validity of outstanding patents, and thereby vitiates the rule announced in 

Blonder-Tongue"47. 

As Justice Newman stated in Hofer. regarding prior practices of the Federal 
Circuit, "'the Court pointed out that such inaction leaves unresolved, or clouded, 

important rights affecting the patentee, the alleged infringer, and the public".48 In 
Cardinal Chemical, the Supreme Court stated "the Federal Circuit's practice 
injures not only the alleged infringer and the public; it also may unfairly deprive 
the patentee itself of the appellate review that is a component of the one full and 
fair opportunity to have the issue adjudicated correctly".49 

Justice Newman furthered her point, "[I]t is not a tenable excuse that the 
technology is complicated and appellate review difficult; indeed, these are 
reasons for resolving the disputed aspects, not reserving them for future 
redetermination"50. Again, resorting to the Supreme Court's opinion in Cardinal 

Chemical. Justice Newman stated: "[T]he Court in Cardinal Chemical made 
clear that when the district court has decided issues that may be relevant to the 
future of the patent, and those issues are appealed, our obligation is to review the 
district court's decision. This claim construction has been tried and has been 
appealed. It is our responsibility to decide the appeal. No sound reason supports 

the court's departure from this obligation in this case, and the logic of Cardinal 
Chemical prohibits it."51 

As evidenced by Hofer. the Federal Circuit recognizes the important role it plays 
in patent matters. Further, it realizes that the patentee and the public benefits 

from a thorough and complete review. A thorough and complete review also acts 
to decrease litigation costs as it may prevent subsequent appeal to the Federal 
Circuit. In instances where the Federal Circuit's decision on an issue is 
determinative, litigation costs are certainly reduced as trial courts can typically 
handle such issues expeditiously or, in the alternative, parties may be motivated 

to settle. 

Thus, as recognized by the US Federal Trade Commission, the Federal Circuit 

"has brought stability and increased predictability to various elements of patent 

law" and, in turn, "has reduced legal uncertainty and facilitated business 

planning"52. Could the Federal Circuit perform even better? The Federal Circuit 

could require a thorough and complete review of every patent-related issue on 

appeal in a manner to explicitly diminish need for a subsequent appeal. The 

Federal Circuit could also ease requirements for earlier appeal, for example, 

47 Cardinal Chemical Co. v. Morton International. Inc., 508 U.S. 83, 102 (1993) (citing Blonder-

Tongue Labs., Inc. v. Univ. of III. Found., 402 U.S. 313 (1971)). 4* Hofer at 2, J. Newman, 

concurring. 
49 Supra n.47. 
50 Hofer at 3, J. Newman, concurring. 

"Ibid. 
52 Conclusions and Recommendations, Report by the Federal Trade Commission 2003, supra n. 15. 
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review could be readily granted for a trial court patent claim interpretation order 

issued prior to a final determination in a case53. 

5. REALITY: COSTS 

The US has a GDP of about $11,000 billion and a population of about 290 
million, yielding an average GDP per capita of about $38,00054. Some fees 
associated with patent filing and prosecution in the US, for small entities, are a 
filing fee of $75 (electronic), a search fee of $250 and an examination fee of 

$100. Thus, for a cost of $425, a small entity may commence the patenting 
process. This is about 1% of the per capita GDP. In India, the costs are about the 
same, however, they are over 50% of the per capita GDP. Thus, looking at costs 
of acquiring a patent, one may conclude that in India, only the wealthy can 
participate. This is a reality that acts to the disadvantage of the intellectual gifts 

of India's one billion people. Thus, one may view the patent system in India as a 
mechanism for industry and the wealthy few. As such, India should focus on 
extracting resources from industry to fund the patent system. 

While patent procurement may be available to the average American, 

enforcement is another issue. The Wall Street Journal noted "defending 
intellectual property is a nasty predicament for the entrepreneur with a small 
business."55 A survey by the American Intellectual Property Law Association 
indicated that "small" patent infringement cases, involving between $1 million 
and $10 million in damages, run about $748,000 to litigate56. Thus, for small 

entities or independent inventors, enforcement of patent rights in the US is only 
an option where (i) insurance is available, (ii) financing is available or (iii) 
contingent fee arrangements are available. Regarding the latter, where a law 
firm may expect 30% or more of a judgment, total damages should typically be 
in excess of $2 million to make the proposition interesting for the firm. For the 

small entity, independent inventor or entrepreneur, the contingent fee option is 
usually the only option. 

In India, law stems in part from the British. Cases may take between six and 

eight years and it is not unheard of for them to last for several more. As a result, 

commercial disputes involving international companies are.often resolved in 

arbitration, or an alternative form of dispute resolution. Since litigation can be 

unpredictable in duration and complexity, fixed fee systems commonly operate 

in India. The Indian Bar Council bans contingency fees, however, some have 

proposed such a scheme57.   Consequently, even if an independent inventor or 

" Title 28, Section 1295 of the U.S. Code establishes Federal Circuit jurisdiction (The Federal 

Circuit has exclusive jurisdiction over appeals from final decisions of district courts); Section 

1292 of the U.S. Code covers interlocutory decisions. 
14 "United States at a Glance", World Bank, 9/14/04 (numbers for 2003). 
" D Gill, "It's Costly, But Crucial To Protect Your Ideas", The Wall Street Journal (Dec. 19,2000). 
*lbid. 
r RC-19 Toronto Conference August 2003, "Social Policy Advocacy and the Role of the Courts in 

India", J. K. Krishnan ("One possible compromise might be to implement a contingency or 

conditional fee system whereby lawyers would have a financial incentive to resolve cases both 
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entrepreneur acquired patent rights in India, the resources to enforce those rights 
may not be available. Again, evidence points to the realities of a patent system 
that is primarily for large corporations such as pharmaceutical concerns that can 
regularly spend one billion dollars to develop a new drug. 

6. CONCLUSIONS FOR INDIA 

India is correct in considering mechanisms for an efficient patent system and for 
raising its fees for acquisition of patent rights. At this moment, it is unrealistic 
to consider India having a patent system that is readily accessible to all. Even in 
the US, impediments exist, not for acquisition, but for enforcement. Thus, India 
should design and implement a patent system that aims to satisfy the desires of 
the large pharmaceutical concerns. In particular, India should aim to have the 
large pharmaceutical companies fund the Indian Patent Office through user fees 
and to set precedent through formation of a specialized court for patent matters. 

As outlined above, the US has benefited greatly from the creation of the Court 
of Appeals for the Federal Circuit. India may learn from this example, however, 
to note that improvements may certainly be possible. Further, while not 
discussed above, India may consider one or more specialized lower courts for 
hearing patent matters. 

Once India has built a stable patent system on resources from the pharmaceutical 
industry, it may then consider modification to provide greater access to its 
people. Again, India's greatest strength is its people. With over one billion 
minds, India has undeveloped and underutilised intellectual capital. Ultimately, 
an Indian patent system should allow India to realize this potential. 

conscientiously and efficiently. Whether such a proposal would receive the blessing of the 
powerful Indian Bar Council remains to be seen"). 


